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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 15, 2008 has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Winslow et al. (Reference U.S. Patent "5,885,299"). 

Winslow et al. discloses a spinal surgical instrument (100) comprising: an outer 
cannula (110) having a proximal end, distal end and an outer lumen passing there 
between (see Figure 2 below), the distal end of the outer cannula configured to 
releasably mount to a securing arrangement for a spinal implant; an inner cannula (1 1 8) 
having a proximal end and a thread (144) configured to threadably engage a portion of 
the spinal implant (see Fig. 10A), a distal end and an inner lumen passing there 
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between (see Figure 2 below), the inner cannula (118) being axially moveable within the 
outer lumen of the outer cannula (col. 4, lines 27-39); a fixing member (132) having a 
proximal end and a distal end (see Figure 2 below), the fixing member (132) positioned 
within the inner lumen and including an arrangement (col. 4, lines 50-58). 

The inner cannula (1 1 8) is axially moveable within the outer lumen of the outer 
cannula (110; col. 4, lines 27-31). The engagement structure (114) at the distal end of 
the outer cannula (110) is configured to releasably engage a locking nut. It is noted that 
the distal end of the cannula is capable of being configured to releasably engage a 
locking nut if one so desires to do so. The outer cannula (110) includes an exterior 
surface contour to facilitate gripping of the outer cannula (1 1 0; see Figure 1 below). 

The distal end of the inner lumen includes an axially directed shoulder that can 
abut against a proximal end of the spinal implant (col. 4, lines 34-39). The distal end of 
the inner lumen includes threads for threadedly engaging a portion of the spinal implant 
(col. 4, lines 40-49). It is noted that the distal end of the inner lumen disclosed by 
Winslow has an implant engaging structure that is capable of performing the functions 
of the claimed invention. The spinal surgical instrument (100) further includes a driver 
portion (see Figure 1 below). The inner cannula including threads on an interior surface 
of the inner lumen; the distal end of the fixing member (1 32) includes exterior threads 
(44); and threading the exterior threads of the fixing member with the interior threads of 
the inner cannula provides for advancing and retracting the fixing member (132) within 
the inner lumen of the inner cannula (1 18; col. 4, lines 66-67 and col. 5, lines 1 -2). 
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With regard to the statements of intended use and other functional statements, 
they do not impose any structural limitations on the claims distinguishable over Winslow 
et al. ("for advancing and retracting the fixing member within the inner lumen of the 
inner cannula"; "configured to engage with the exterior surface contour of the outer 
cannula"), which is capable of being used as claimed if one so desires to do so. In re 
Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 
Furthermore, the law of anticipation does not require that the reference "teach" what the 
subject patent teaches, but rather it is only necessary that the claims under attack "read 
on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 
1983). Furthermore, the manner in which a device is intended to be employed does not 
differentiate the claimed apparatus from prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL J. ARAJ whose telephone number is 
(571)272-5963. The examiner can normally be reached on M-F 8am-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/Michael J Araj/ 
Examiner, Art Unit 3733 
/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



